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Failure to comply with this invitation in due time will result in the application being deemed to be 
withdrawn (Article 96(3) EPC). 
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The exainination is being carried out on the following application documents: 

Description, Pages 

1-70 as originally filed 

Claims, Numbers 

1-18 as originally filed 

Drawings, Sheets 

Yi-212. as originally filed 



1. The following document (D) is referred to in this comnnunication; the numbering will be 
adhered to in the rest of the procedure: 

D1 =EP-A-1205813 

2. The present application does not meet the requirements of Article 52(1) EPC, because 
the subject-matter of claim 1 does not involve an inventive step in the sense of Article 56 
EPC. 

D1 discloses a toner composed of toner particles comprising: a first polyester binder resin, 
a second modified polyester binder resin, a colorant, a release agent and a particulate 
resin material at the surface of the toner particles (see in D1 : claims 1 , 2 and 5, page 7, 
lines 18-21). D1 so discloses all the compositional and structural features of present claim 
1 . Present claim 1 further specifies five parameter values, which are not disclosed in D1. 
However, present application fails to demonstrate any effects specifically due to the 
combination of said claimed parameter values. The following insufficiencies in the set of 
examples / comparative examples prevent the establishment of such effects: 
- in the examples illustrating present invention polyester and modified polyester are used 
as binders, whereas in the comparative examples styrene-acrylate resins are used, which 
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makes a sound establishment of solely parameter based effects Impossible 

- the toners of the comparative examples have no particulate resin material at the surface 
of the toner particles 

- no glass transition temperatures are provided for the resin components of the 
comparative examples. 

- no particulate resin material is applied on the surface of the toner particles of the 
examples 1-9 (see page 53). which means that said examples do not represent the 
invention. 

So examples duly representing the claimed toners as well as comparative examples 
representing the closest prior art toners, i.e. toners composed of similar resin material and 
having a similar structure (mother particles carrying particulate resin on the toner surfaces) 
are not provided in the present description. 

The difference between the D1 toner and the toner according to present claim 1 consists in 
the specification of the claimed five parameter values. 

As no effect due to the claimed parameter values is demonstrated, the claimed toner is 
considered as a mere altemative to the toner disclosed in D1 . . 

It is also noted that the prior art D1 toners and the toners of the present examples show 
the same favourable values of minimum fixing temperature and offset temperature (see in 
D1 : table 1 and table 4 in present description). 

It is hence the opinion of the Examining Division that the determining of the claimed 
parameter values, which leads, as far as comparison is possible, to a toner which is only 
not inferior to the prior art toners, is not to be regarded as constituting an inventive 
modification of the prior art. 

3. The additional features of the dependent claims 2-14 are either disclosed in D1 or they 
come within the scope of the customary practice followed by persons skilled in the art, 
especially as the advantages thus achieved can be readily contemplated in advance. 
Consequently, the subject-matter of claims 2-14 also appears to lack an inventive step. 

4. Claims 15,16 and 1 7 define respectively a carrier comprising the toner of claim 1 , a 
container comprising the toner of claim 1 and, a container comprising the claim 1 toner 
containing carrier of claim 1 5. All claims are characterised by the definition of claim 1 and 
are accordingly also regarded as not involving an inventive step. 
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5. The application does not meet the requirements of Article 84 EPC, because claim 18 is 
not clear. 

The expression "to react the modified polyester with the compound to prepare a reactant" 
is not understood, especially the term "reactant" is in the present context not clear. 

The following feature found in claim 18 has been omitted from the description. They should 
therefore be added to the description to provide support for the claim as required by Article 
84 EPC. The feature in question is: the application of a compound having an active 
hydrogen atom from an aqueous medium which also comprises the particulate resin 
material. Special care is to be taken having regard to Article 123 (2) EPC, when amending 
claim and/or description. 

6. It is not at present apparent which part of the application could serve as a basis for a 
new, allowable claim. Should the applicant nevertheless regard some particular matter as 
patentable, an independent claim should be filed taking account of Rule 29(1) EPC. The 
applicant should also indicate in the letter of reply the difference of the subject-matter of 
the new clairns vis-a-vis the state of the art and the significance thereof. 
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